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A. GLOBAL PERSPECTIVE ON THE PROTECTION OF FASHION BY DESIGN LAW 
Introduction
The fashion industry plays a central role in society and history and accounts for 2 percent of the world’s Gross Domestic Product (GDP) today. The global apparel market is valued at 3 trillion US dollars.[footnoteRef:1] Fashion is highly important for the European Economy. Over 5 million people are employed in the fashion industry value chain, and over 1 million in the high-end industries. [footnoteRef:2] Protection for fashion is essential for the industry, and the EU has legislated to ensure protection. Creativity is the driving force of fashion. The creator wants to influence and inspire – be a trendsetter, but not be copied; sometimes described as the Paradox of Fashion. [footnoteRef:3] There is also complexity in fashion, as it can be culture, craftsmanship, and cultural heritage.  [1:  Global Fashion Industry Statistics – International Apparel, see https://fashionunited.com/global-fashion-industry-statistics,  accessed 16 January 2024.]  [2:  Fashion and high-end industries in the EU, https://ec.europa.eu/growth/sectors/fashion/high-end-industries/eu_en,  accessed 16January 2024.]  [3:  Katonomics 5: Economics of IP: The Paradox of Fashion, http://ipkitten.blogspot.com/2011/12/katonomics-5-economics-of-ip-paradox-of.html accessed 16 January 2024, and The Piracy Paradox: Innovation and Intellectual Property in Fashion Design,Virginia Law Review, Vol. 92, p. 1687, 2006, UCLA School of Law Research Paper No. 06-04.] 

The global nature of manufacturing and trade in fashion contrasts with legal rules that are national or regional and territorial. 

The Paris Convention for the Protection of Industrial Property was adopted 1883, with the aim to harmonise intellectual property protection worldwide. The Convention, administered by WIPO, is structured around a few key principles, one of which is the principle of national treatment, and another is the principle of minimum protection (see Chapter XXX). Regarding design protection, the Paris Convention contains only a few articles. Article 5 quinquies states that "industrial designs" shall be protected in all the countries of the Union, but the Convention does not impose any requirements as to the form of such protection. There is also no definition of design. The Paris Convention also contains an article on priority of designs. The rules on priority are found in Article 4.C and state that the priority right is six months for industrial design from the first application.	Comment by Dana Beldiman: Recommend citations for all treaties

The Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS) contains a few provisions on design protection. Article 25 provides for the protection of independently created designs that are “new or original”. Member states can provide that designs are not new or original if the designs do not significantly differ from previous designs or combination of previous designs. Article 25 reflects the fact that countries protect design differently. Some countries give a copyright-like design protection and other countries use a patent-like system.[footnoteRef:4] However, EU has rejected both and follows instead a “design approach”.[footnoteRef:5] Member states can also decide if the protection should extend to designs dictated essentially by technical or functional considerations. When it comes to textile design article 25.2 states that member states shall ensure that requirements for securing protection do not unreasonable impair the opportunity to seek and obtain protection, especially when it comes to cost, examination and publication. Article 26 sets out the scope of protection and states that “the owner of a protected design shall have the right to prevent third parties not having the owner´s consent from making, selling and importing articles bearing or embodying a design which is a copy, or substantially a copy, of the protected design, when such acts are undertaken for commercial purposes”. The same article also states that limited exceptions to design protection are permitted under the three-step test. The duration of design protection shall exceed to at least 10 years. [4:  Frankel, S. and Gervais, D.J., Advanced Introduction to International Intellectual Property, Edward Elgar, p. 83. Uwi]  [5:  Kur, The Green Paper´s “Design approach” – what is wrong with it?, E.I.P.R. 1993, 15(10) p. 374.
] 

In 1925, an agreement on the international registration of designs was concluded in The Hague. It established the possibility for designers to obtain design protection through a single international application in countries that have ratified or acceded to one of the treaties on which the system is based. The Hague system is essentially based on three different treaties. The first two are the 1934 London Treaty and the 1960 Hague Treaty. The third treaty, which entered into force on 23 December 2003, is the 1999 Act of the Hague Convention on the International Registration of Industrial Designs, known as the Geneva Act. The Geneva Act is adapted both to countries with mandatory novelty searches and to countries without such searches, allowing more countries to join the Hague Convention. The Geneva Act can also be signed by intergovernmental organisations that have a regional office for the registration of designs. The EU joined in 2008, establishing a link between the Community design system and the international registration system under the Geneva Act. As a result, designers can designate the Union through an international application and obtain protection there for his design under the Community Design Regulation, but they can also designate the territories that are party to the Geneva Act. It is therefore possible to obtain protection both inside and outside the EU through an international application.  A registration with the WIPO International Bureau has the same effect as a national registration. However, the detailed content of the protection is determined by the national legislation of each of the countries or organisations mentioned in the application. The system thus contains only one registration procedure and is a so-called closed system, which means that it can only be used by applicants from countries that have joined the system. 
The Locarno Agreement was concluded in 1968 and creates an international classification system for designs. The convention is administered by WIPO. The classification consists of an alphabetical list of products divided into classes and subclasses, which is used in the registration of designs. The Locarno Agreement classification is applied by many national Patent and Registration Offices. EUIPO has developed a sophisticated system for classifying products called Eurolocarno, which is based on the Locarno Agreement classification.
The Berne Convention for the Protection of Literary and Artistic Works (see Chapter XX) is also relevant for certain fashion designs. According to Article 2(7) of the Berne Convention, Member States may determine the scope of application of industrial design laws and the conditions for such protection. At the same time, that provision also does not preclude the cumulation of those two protections.[footnoteRef:6] Furthermore, the Berne Convention provides that works which are protected in their country of origin solely as designs may, in another country of the Union, claim only the protection afforded in that country to designs. Article 2(7). If there is no such special protection for designs in the other EU country, the work will be protected as a work of art if the conditions for protection are met.  [6:  C-683/17, EU:C:2019:721, Cofemel, para. 42.] 

Within the EU, two legal instruments have been adopted that regulate design protection within the Union. One is the Directive 98/71/EC of the European Parliament and of the Council of 13 October 1998 on the legal protection of designs (Design Directive (DD)), which aims to harmonise Member States' laws on design protection. The directive is not a full harmonisation directive, but harmonisation was limited to the rules that were considered to have the greatest impact on the functioning of the internal market. It was left to each nation to determine the rules on penalties, liability, application and enforcement (see recital 5). Although harmonised rules on sanctions were later introduced via the Directive 2004/48/EC of the European Parliament and of the Council of 29 April 2004 on the enforcement of intellectual property rights (IPRED Directive). Member States also retained 'the freedom to determine the procedures for the registration, renewal and cancellation of design rights, as well as the rules governing the effects of such cancellation' (see recital 6). The purpose of the Directive was thus to harmonise the requirements for qualification, the scope of protection, the term of protection, the presumption of validity and the exclusive right. 
The second legal instrument governing design protection is the Council Regulation (EC) No 6/2002 of 12 December 2001 on Community designs (Design Regulation (RCD)). The Regulation establishes an EU legal system for the protection of designs and is directly applicable in the Member States. The Regulation states that Community designs can be protected either as unregistered or registered Community designs.
The fashion sector produces large numbers of “collections” a year, with a relatively short market life. It creates a demand for an automatic, efficient, short-term IP protection that could hinder copying without the burden of registration. The Community Design Regulation answers that demand as it provides both for unregistered and registered design protection. The unregistered design gives the fashion designer three-year protection from the design first being made available to the public and protects against copying the protected design. However, sometimes there is a need for broader protection covering designs that produce the same overall impression on the informed user. For iconic fashion products, such as the Hermés Birkin Bag, the industry often values the advantages of registration as this gives broader and longer-term protection. 

B. [bookmark: _Hlk141094515]THE PROTECTION OF FASHION BY EU DESIGN LAW
1. Fashion and the concept of Design 
A design is the visual appearance of a product or part of a product. A product is an “industrial or handicraft item”, including, inter alia, parts intended to be assembled into a complex product, packaging, get-up, graphic symbols and typographic typefaces, but excluding computer programs, article 3b RCD. EUIPO do not examine whether the product claimed is actually made or used, or can be made or used, in an industrial or handicraft manner.[footnoteRef:7] As most of the goods in the fashion industry are industrial or handcraft items, such as garments, shoes, bags, jewelry etc.  [7:  EUIPO Design Guidelines, section 4.1.] 

A complex product is “a product which is composed of multiple components which can be replaced permitting disassembly and re-assembly of the product”, article 3c CDR. A complex product could for example be a bag. However, a complex product can only be protected if the component part, once it has been incorporated into the complex product, remains visible during normal use and these visible features of the component part meets the requirement novelty and individual character (see below), article 4.2 RCD.
A design is defined as “‘the appearance of the whole or a part of a product resulting from the features of, in particular, the lines, contours, colours, shape, texture and/or materials of the product itself and/or its ornamentation”, article 3.8 RCD and article 1.a DD. The design must be manifested in physical form and therefore design rights do not protect thoughts or design concepts. The definition also excludes ideas and styles e.g., a garment made with the patchwork technique.[footnoteRef:8] However, it must form part of the visual appearance of the product. [footnoteRef:9] It means that the design must be perceptible to the eye, with or without aids can be protected. However, the design must not be aesthetically pleasing, beautiful, or creative. [footnoteRef:10] [8:  Gal v Yves St Laurent CA Paris, 18 September 2002 cited by Estelle Derclaye, ‘Are fashion designers better protected in Europe than in the United Kingdom: a comparative analysis of the recent case law in France, Italy and the United Kingdom’ (2010) 13(3) Journal of World Intellectual Property 315.]  [9:  Directive, Recital 11 reads 'in whole or in part, which are shown visibly in an application’ [emphasis added].]  [10:  Lionel Bently and others, Intellectual Property (6th edn, OUP 2020) 751.] 

According to the definition, appearance results from features. The words “in particular” shows that this list of features is not exhaustive.[footnoteRef:11] Lines and contours probably has its ordinary meaning.[footnoteRef:12] A colour per se cannot constitute a design. However, a combination of two colours forming a graphic symbol, for example, can be protected by design rights. Furthermore, a more complex combination of colours, such as a pattern on a garment can be protected by design rights. If an application is drawn in black and white, it protects the use of the design in any color. If the image is colored the protection only extends to that specific colour.[footnoteRef:13] Stone has hard to see that shape adds something to lines and contours.[footnoteRef:14] Texture is interesting in relation to the fashion industry. In the Green Paper texture was said to protect how the product feels.[footnoteRef:15] However, the Directive and the Regulation only protect the product's appearance. In other words, how the product is perceived visually. This means that only how the texture is perceived by the eyes is relevant, not how it feels.[footnoteRef:16] It is the same with material as with texture, the material must be a feature of the product that can be seen by the eyes. There is a proposal to change the definitions after the word texture to “materials of the product itself and/or its decoration, including the movement, transition or any other sort of animation of those features”.[footnoteRef:17]	Comment by Dana Beldiman: Pls rephrase. Something seems to be missing [11:  Stone, David, European Union Design Law. A practitioner’s guide, 2 ed. Oxford University Press, p. 50.]  [12:  Ibid.]  [13:  Stone, David, European Union Design Law. A practitioner’s guide, 2 ed. Oxford University Press, p. 51.]  [14:  Ibid.]  [15:  Green paper, p. 61.]  [16:  Stone, David, European Union Design Law. A practitioner’s guide, 2 ed. Oxford University Press, p. 52.]  [17:  Proposal for a regulation of the European Parliament and of the council amending Council Regulation (EC) No 6/2002 Community designs and repealing Commission Regulation (EC) No 2246/2002.] 

Design, in the context of fashion, pertains to the appearance of products such as garments, shoes, jewellery, and other related articles, including wearable technologies. [footnoteRef:18]  This can even extend to specific fabrics, like the knitted fabric made from recycled plastic used in a ballerina shoe. [footnoteRef:19]  [18:  Wearable technology worth was $34 billion in 2020. See Gionanni Ziccardi, ’Wearable technologies and smart clothes in the fashion business: some issues concerning cybersecurity and data protection’ (2020) 9((2) MDPI 12.]  [19:  Rothy’s Inc v Giesswein Walkwaren AG [2020] EWHC 3391 (IPEC), 16 December 2020, Case No IP 2019-000084.] 


2. Community and National Registered Design 
The design law in the European Union (EU) is primarily governed by two Community instruments: the Council Regulation (EC) No 6/2002 on Community Designs (the Regulation),[footnoteRef:20] and the Directive 98/71/EC on the Legal Protection of Designs (the Directive).[footnoteRef:21] These legal frameworks, which are substantially identical, aim to protect the 'aesthetic' and 'ornamental' aspects of both 2D and 3D designs. They grant an exclusive right to use a design and prohibit third parties from using it without consent. [footnoteRef:22] [20:  Council Regulation (EC) No6/2002 of 12 of December 2001 on Community Designs, 2002 OJ (L3).]  [21:  Directive 98/71/EC of the European Parliament and of the Council of 13 October 1998 on the Legal Protection of Designs, 1998 OJ (L289).]  [22:  Joanna Buchalska, ‘Fashion law: a new approach’ (2016) 7 Queen Mary Law Journal 13, 22.] 

It is important to note that the EU is a member of the Hague Agreement. This agreement establishes an international system that allows industrial designs to be protected in multiple countries (or regions) with minimal formalities. 
Fashion designs can be registered under the Community Design system, which offers protection across all EU member states with a single registration. This gives owners the power to enforce their rights uniformly across the EU as it has been evaluated by Church and others, who examined over 1,000 design cases across the EU member states.[footnoteRef:23] They found that in the first 15 years since the EU design law was enforced, it has been effective. Designs were more likely to be found infringed (63.5% of the cases studied) than not infringed (36.5% of the cases studied). [footnoteRef:24] [23:  O Church, E Derclaye and G Stupfler, ‘An empirical analysis of the design case law of the EU member states’ (2019) 50 Int Rev Intellectual Property Competition Law 685, 686.]  [24:  ibid.] 

The Community Design registration in the European Union has some unique characteristics. Unlike some of the national registrations, it is subject only to formal examination by the European Union Intellectual Property Office (EUIPO), and there is no opposition period. This makes the registration process relatively quick, with approvals even possible on the same day.[footnoteRef:25] Another peculiarity is that a single application can include up to 99 designs, provided they belong to the same Locarno class.[footnoteRef:26] However, design protection is not limited to designs within these classes. [footnoteRef:27] A characteristic that is distinctive is that the Community legislation allows for the ‘cumulative doctrine’, [footnoteRef:28] which means copyright and design protection can be combined - a practice previously disallowed by some EU member states. [footnoteRef:29] This cumulation is also possible between registered and unregistered designs, as well as other intellectual property rights such as patents and trade marks. [footnoteRef:30] However, if a design has entered the public domain due to the term of protection expiring, it cannot be registered or protected under design law as it would not meet the novelty requirement. [footnoteRef:31] The initial term of protection for registered designs is five years from the date of filing, and this can be renewed up to 25 years, provided renewal fees are paid every five years. [footnoteRef:32] [25:  Rosie Burbidge, European fashion law: a practical guide from star-up to global success (EE 2019) 87.]  [26:  The Locarno classification is a system for classifying industrial designs established by the Locarno Agreement (1968), administered by the World Intellectual Property Organization.]  [27:  Rosie Burbidge, European fashion law: a practical guide from star-up to global success (EE 2019) 92.]  [28:  Article 16 Directive.]  [29:  Estelle Derclaye, ‘Are fashion designers better protected in Europe than in the United Kingdom: a comparative analysis of the recent case law in France, Italy and the United Kingdom’ (2010) 13(3) Journal of World Intellectual Property 317.]  [30:  Joanna Buchalska, ‘Fashion law: a new approach’ (2016) 7 Queen Mary Law Journal 13, 22.]  [31:  Estelle Derclaye, ‘Are fashion designers better protected in Europe than in the United Kingdom: a comparative analysis of the recent case law in France, Italy and the United Kingdom’ (2010) 13(3) Journal of World Intellectual Property 333.]  [32:  Article 12 Regulation and Article 10 Directive.] 

The next section of the text evaluates the requirements for registration.
a. Novelty and individual character 
The registration of a design requires it to be novel and possess an individual character. [footnoteRef:33] This includes 'complex products', [footnoteRef:34] where each part that is to be individually protected must also meet these criteria. [footnoteRef:35] These aspects are typically addressed during invalidity proceedings or counterclaim in infringement proceedings, rather than during the application process.[footnoteRef:36] [33:  Article 4 Regulation.]  [34:  Complex products are defined under Article 3(c) Regulation as ‘a product which is composed of multiple components which can be replaced permitting disassembly and re-assembly of the product.’]  [35:  Estelle Derclaye, ‘Are fashion designers better protected in Europe than in the United Kingdom: a comparative analysis of the recent case law in France, Italy and the United Kingdom’ (2010) 13(3) Journal of World Intellectual Property 317.]  [36:  Lionel Bently and others, Intellectual Property Law (6th edn, OUP 2022) 745.] 

These criteria apply to the design which must be visible during the normal use of the product, at least some of the time [footnoteRef:37] noting that internal features can be protected too if they can be represented. However, if a design is not visible at the time of purchase, it cannot be considered for determining individual character. [footnoteRef:38] This suggests that the inside of a garment is protected. [footnoteRef:39]  [37:  Article 4.1(a)(b) Regulation; Article 3 Directive. ]  [38:  Biscuits Poult v Banketbakkerij Merva Case T-494/12 EU:T2014757. See further K Maciaszek, ‘Poland: are the designs within an ice-cream to be registered as an industrial design’ [2012] EIPR 656.]  [39:  Bently notes that the inside of a luggage may be protected, in Lionel Bently and others, Intellectual Property Law (6th edn, OUP 2022) 752.] 

Starting with the criterion of novelty, it is defined as a design being 'new if no identical design has been available to the public'[footnoteRef:40]  before the date of filing the application for registration or the date of priority. [footnoteRef:41]  For instance, if a pattern is applied to a different item of clothing but remains the same, it lacks novelty. [footnoteRef:42] The Directive expands on the phrase 'available to the public' by explaining 'disclosure' for assessing 'novelty and individual character'. Disclosure is understood as publication, exhibition, or use before the filing of the application for registration or the priority date[footnoteRef:43] and must occur within the EU. [footnoteRef:44] Some disclosures, such as those made by the designer or during the grace period (one year following the date of disclosure to the public), are not considered. For example, in Germany, the publication of a slide shoe image by the designer before registration (within the grace period), which was subsequently published by a third party, was not considered to render the registered design void.[footnoteRef:45] [40:  Article 5.1 Regulation. ]  [41:  Article 5.1(b) Regulation.]  [42:  Spanish Supreme Court, Original Buff, SA v The owner of the Spanish industrial design No 514810-01 and No 514810-02, decision No 608/2021, 16 September 2021.]  [43:  Article 7 Regulation and Article 6 Directive.]  [44:  Marie-Astrid Huemer, Revision of Directive 98/71/EC on the legal protection of designs and of Regulation(EC) No 6/2002 on Community designs (European Parliamentary Research Unit, BRIEFING Implementation Appraisal, May 2020) https://www.europarl.europa.eu/RegData/etudes/BRIE/2022/730318/EPRS_BRI(2022)730318_EN.pdf> accessed 30 September 2023.]  [45:  Higher Regional Court of Dusserldorf, judgement dated 24 April 2019 – I-20 U 103/18.] 

The validity of a design also depends on its individual character, which is defined as the 'overall impression it produces on the informed user' and how it differs from any design made available to the public[footnoteRef:46] before the design for which protection is claimed. [footnoteRef:47]  The 'degree of freedom of the designer in developing the design' is also considered. [footnoteRef:48] For instance, in a crowded sector, even slight differences can show individual character. [footnoteRef:49] [46:  Article 6.1 Regulation.]  [47:  Article 6.1(b) Regulation.]  [48:  Article 10.2 Regulation and Article 5.2 Directive.]  [49:  Estelle Derclaye, ‘Are fashion designers better protected in Europe than in the United Kingdom: a comparative analysis of the recent case law in France, Italy and the United Kingdom’ (2010) 13(3) Journal of World Intellectual Property 336.] 

The overall impression is also linked to the 'representation' in the application for registration. For example, in Germany, the contrasting colour scheme used in the application for a ski goggles design determined the scope of protection of the design. [footnoteRef:50] [50:  BGH judgement dated 20 December 2018 – I ZB 26/18.] 

European courts have interpreted the term literally. In the Karen Milker case, [footnoteRef:51] the CJEU disagreed with the argument that the garment lacked individual character due to several earlier items in clothing. They noted that individual character depends on the 'overall impression' that the design has on the 'informed user'. If a single earlier design does not have the same overall impression, the design has an individual character. Moreover, the court ruled that the right holder of a design does not need to prove that it has individual character but just needs to indicate what constitutes individual character of that design, that is, what are the element(s) of the design which give its individual character. Italian courts have interpreted the notion of individual character by using a test that includes identifying the relevant sector, the prior art in the sector, the informed user, and comparing the prior art with the design at issue.[footnoteRef:52] [51:  Karen Millen Fashion Ltd v Dunnes Stores C-345/13 EU:C:2014:2013.]  [52:  Estelle Derclaye, ‘Are fashion designers better protected in Europe than in the United Kingdom: a comparative analysis of the recent case law in France, Italy and the United Kingdom’ (2010) 13(3) Journal of World Intellectual Property 337.] 

Finally, novelty and individual character are accompanied by another term, that of ‘informed user’ which is significant in the Community legal framework. While the term changes linguistically in France to ‘informed observer’, Derclaye notes that the wording difference is not substantial. [footnoteRef:53]  French courts define the concept as ‘a user not with average attention but with special vigilance’ due to their personal experiences and knowledge in the sector. [footnoteRef:54] In Italy, the understanding of ‘informed user’ is similar. In Casa Daminani, the court refers to the informed user as someone ‘familiar with and having knowledge in the field’, [footnoteRef:55]  and as a person ‘whose attention is markedly superior to the average’. [footnoteRef:56] Suthersanen suggests that an ‘informed user’ could be a user, a designer, or a collector. [footnoteRef:57] She also notes that the term ‘informed user’ differs from ‘person skilled in the art’ used in patent law or ‘average consumer’ used in trade mark law. [footnoteRef:58]  In PepsiCo Inc v Grupo Promer Mon Graphic SA, the CJEU interprets the informed user as ‘a particularly observant one, either because of his personal experience or his extensive knowledge of the sector in question’.[footnoteRef:59] [53:  Ibid 331.]  [54:  Ibid 333.]  [55:  Ibid 335.]  [56:  Ibid 336.]  [57:  Uma Suthersamen, Design law in Europe (Sweet and Maxwell 2000) 39.]  [58:  Procter & Gamble Company v Reckitt Benckiser (UK) Ltd [2007] EWCA Civ 936.]  [59:  ibid [53].] 

b. Grounds for refusal
There are certain limitations on design registration, resulting in some designs being excluded. For instance, a design cannot be registered if it is dictated solely by its technical function or if it is contrary to public order and morality. In the case of technical function, a design is excluded if it is dictated solely by its technical function[footnoteRef:60] or those of interconnections, unless its interconnections allow for the 'multiple assembly or connection of mutually interchangeable products within a modular system'.[footnoteRef:61] The exception is applicable when the aesthetic configurations are inseparable from the functional characteristics which are needed for the product. [footnoteRef:62] Recital 10 of the Regulation notes that technological innovation should not be ‘hampered by granting design protection to features dictated solely by a technical function.’ All EU member states, including the UK, have adopted this ground of refusal, and the Court of Justice has ruled on the matter asserting that ‘Community design does not subsist in features of appearance of a product which are solely dictated by its technical function’.[footnoteRef:63] [60:  Article 8.1 Regulation; Article 7.1 Directive.]  [61:  Article 8.3 Regulation.]  [62:  Estelle Derclaye, ‘Are fashion designers better protected in Europe than in the United Kingdom: a comparative analysis of the recent case law in France, Italy and the United Kingdom’ (2010) 13(3) Journal of World Intellectual Property 333.]  [63:  See Case C‑395/16 DOCERAM GmbH v CeramTec GmbH, and Case C‑684/21 Papierfabriek Doetinchem BV v Sprick GmbH Bielefelder Papier- und Wellpappenwerk & Co.] 

The reason for this is the existence of two theories around the EU: the 'multiplicity of forms' and the 'causality (or causative)' theory. [footnoteRef:64] The former implies that if a technical function can be achieved through the use of alternative forms, the particular feature of the design is not determined 'solely' by its technical function and thus, not constrained by the function. [footnoteRef:65]  The latter theory is based on the intention of the designer and thus, alternative forms are not considered. In other words, the design is chosen because of its technical function rather than the aesthetic consideration. [footnoteRef:66] However, in DOCERAM, the CJEU seems to have followed the causality theory, arguing that technical function is the only factor which determines, and that the existence of alternative designs is not decisive. Yet, the court continues to suggest that information as to the existence of alternative designs should be part of the criteria when analysing the ground. On one hand, courts within the EU, including the UK, have granted protection when a variety of shapes can fulfil the same function. For instance, his Honour Judge Fysh QC noted in Landor & Hawa International Ltd that the word ‘solely dictated by’ meant driven without option. [footnoteRef:67]  And on the other hand, French courts observe that when a product design has a functional character, but the design comes from ‘aesthetic research and a creative effort’ like a reversible Hermes’ bag, it is capable of being protected.[footnoteRef:68] [64:  Due to the scope of this chapter, the theories are not studied. ]  [65:  See AG in Case C‑395/16 DOCERAM GmbH v CeramTec GmbH.]  [66:  ibid.]  [67:  Landor & Hawa International Ltd v Azure Designs Ltd [2006] EWCA 1285.]  [68:  Estelle Derclaye, ‘Are fashion designers better protected in Europe than in the United Kingdom: a comparative analysis of the recent case law in France, Italy and the United Kingdom’ (2010) 13(3) Journal of World Intellectual Property 333.] 

Another ground of refusal is that of being contrary to morality and or public policy[footnoteRef:69]  which aligns with other areas in intellectual property such as trade mark law, patent and copyright. The test applied is whether ‘the moral principles of rights-thinking members of the public would think it very wrong for the law to grant protection’. [footnoteRef:70]  This test can be used during the application process or as a ground for invalidity. [footnoteRef:71] [69:  Article 9 RCD.]  [70:  Lionel Bently and others, Intellectual Property Law (6th edn, OUP 2022) 765.]  [71:  Article 25(1)(b) RCD] 

Designs can be registered either at the EU level or at the national level and because the design law is harmonised among EU member states, the system is similar among them except for the timeframe for registration as well as the examination phase between registries which may vary slightly.[footnoteRef:72] [72:  Rosie Burbidge, European fashion law: a practical guide from star-up to global success (EE 2019) 87.] 

3. Unregistered Community Designs (URD) 
In addition to the protection provided by registered designs, the EU also protects unregistered designs through the provision of the Unregistered Community Design (UCD). This protection lasts for three years from the date the design is first made available to the public. It is intended to provide short-term protection for industries with a short shelf-life due to their seasonal nature, such as the clothing industry, [footnoteRef:73] or to provide temporary protection while designers/proprietors consider registration. [footnoteRef:74] [73:  Abbe Brown and others, Contemporary Intellectual Property Law (5th edn, OUP 2019) 360.]  [74:  Lionel Bently and others, Intellectual Property Law (6th edn, OUP 2022) 737.] 

Buchalska observes that this right is based on British legislation, which was created to 'fill in the gap between copyrights and design protection for artistic craftsmanship'. [footnoteRef:75] In an empirical research study by Church and others, it was found that unregistered designs were of great utility in the fashion industry. [footnoteRef:76] Moreover, Bently observes that the 'textile and fashion industries have tended to rely more on unregistered design right'. [footnoteRef:77] [75:  Joanna Buchalska, ‘Fashion law: a new approach’ (2016) 7 Queen Mary Law Journal 13, 23.]  [76:  O Church, E Derclaye and G Stupfler, ’An empirical analysis of the design case law of the EU member states’ (2019) 50 Int Rev Intellectual Property Competition Law 685, 686. ]  [77:  Lionel Bently and others, Intellectual Property Law (6th edn, OUP 2022) 742.] 

Unregistered design right is flexible, and no formal application is needed. Therefore, the right is automatically granted upon publication and can protect the whole or part of a product, [footnoteRef:78] including its shape, texture, and even surface decoration, including 2D features. To qualify for protection, a design must meet the same criteria as a registered design, that is, it must be novel (new) and have individual character.  [78:  Rosie Burbidge, European fashion law: a practical guide from star-up to global success (EE 2019) 84.] 

In the case of Ferrari SpA v Mansory Design Holding GmbH, the CJEU noted the extent of unregistered design protection. Following the publication of an image of the entire product (a photograph of the Ferrari FXX K), parts of the products were protected under unregistered design due to the appearance of the parts being clearly identifiable. [footnoteRef:79]   [79:  Ferrari SpA v Mansory Design Holding GmbH Case C‑123/20 ECLI:EU:C:2021:889.] 

In this era of the fast fashion industry, where trends are changing rapidly, obtaining unregistered design protection is beneficial to the industry. The scope of protection is generally narrower than that of registered design, which provides a more comprehensive and secure form of protection. For instance, a proprietor of a registered design can object to the use of a design even if such design is independently created by a third party. This is not the case for unregistered design, as infringement only occurs when the design has been copied.[footnoteRef:80] Moreover, infringement is assessed by the similarities rather than the differences, [footnoteRef:81]  focusing on the overall impression. [footnoteRef:82] [80:  Lionel Bently and others, Intellectual Property Law (6th edn, OUP 2022) 742.]  [81:  Paris Court of Appeal, 23 March 2021, no 18/28435 APM Monaco v Swarosvski Crystal Online.]  [82:  Paris Court of Appeal, 25 June 2021, no 19/05464 as noted in The Bird & Bird IP Team, ‘Round-up of fashion-related IP decision 2021’ (2022) 17(3) JIPLP 260, 285.] 

Both registered and unregistered design protections encourage creativity within the fashion industry in the EU. It is left to designers and the industry to choose the form of protection that best suits their needs.
4. Ownership of Design in the Fashion Industry 
[bookmark: _Hlk152704887][bookmark: _Hlk152704632]The Design Directive contains no provisions on who is entitled to a registered design or ownership. This is left to the member states national laws. However, the Regulation states design vests in the designer or his or her successor in title, article 14.1 RCD. In the case C‑32/08, EU:C:2009:418, FEIA, the CJEU stated that the terms ‘designer’ and ‘successor in title’ should be given a uniform interpretation within the Community legal order (para 66 and 68), but the court did not define the terms. According to Stone a designer is likely the person who designs the design.[footnoteRef:83] Hence, the starting point is that the fashion designer, the creator, is the initial owner of the RCD. However, if two or more designers have cooperated to jointly develop the design, the right to the Community design shall vest in them jointly, 14.2 RCD.  [83:  Stone, David, European Union Design Law. A practitioner’s guide, 2 ed. Oxford University Press, p. 125.] 

In many cases, a fashion design is developed by employees in executing their duties or following the instructions given by their employer. In those cases, the right to the Community design vests in the employer, unless otherwise agreed or specified under national law, article 14.3 RCD. The term employee refers, according to CJEU, to the person who works under the instructions of an ‘employer’ when developing a Community design in the context of an employment relationship” [footnoteRef:84] [84:  C‑32/08, EU:C:2009:418, FEIA, para 49.] 

In the case of a company commissioning a fashion design, the CJEU has stated in  case C‑32/08, EU:C:2009:418, FEIA, that article 14.3 RCD only applies to employees and that commissioned design falls under article 14.1 RCD, with the result that the ownership vests in the designer.[footnoteRef:85] If the Commissioner wishes to obtain ownership of the fashion design, he or she is advised to agree with the designer in a written contract on the right to the design. [85:  C‑32/08, EU:C:2009:418, FEIA, para 51-55.] 



5. Infringement in the Fashion Industry 

A registered design gives its holder the exclusive right to use it and to prevent any third party not having his consent from using it.[footnoteRef:86] The right holder can hinder any use of a fashion design that does not produce on the informed user a different overall impression, article 10.1 CRD and article 9.1 DD. When assessing this, “the degree of freedom of the designer in developing his design shall be taken into consideration”, article 10.2 CRD and article 9.2 DD.  [86:  The word use covers, for example, “the making, offering, putting on the market, importing, exporting or using of a product in which the design is incorporated or to which it is applied, or stocking such a product for those purposes”, article 19.1 CRD .] 

Design law protects the visual appearance of any product or part of a product. This means that in an infringement action, a company cannot argue that they have used another technique to achieve the same result, because it is the end result, i.e. the visual appearance of the product, that is protected. 
An unregistered Community design gives its holder the right to prevent the same acts as a registered design but only if the contested use results from copying the protected design, and the article states that “the contested use shall not be deemed to result from copying the protected design if it results from an independent work of creation by a designer who may be reasonably thought not to be familiar with the design made available to the public”, article 19.2 CRD. Registration is needed if the designer or his successor wants a more prolonged and broader protection. Even if novelty is required to register, it is still possible to register the design due to the 12-month grace period provided for in article 7.2 RCD. The purpose of the grace period is to allow the designer or his successor in title to test the products in which the design is embodied in the marketplace before deciding if registration is desirable, recital 20 RCD. The grace period means that disclosures of the design by the designer or his successor in title, during a period of 12 months prior to the date of the filing of the application for a registered Community design should not be prejudicial in assessing the novelty or the individual character of the design in question.
In the case C-479/12, EU:C:2014:75, Gautzsch Großhandel GmbH, which dealt with an unregistered design of a gazebo, the CJEU stated that it is the holder of the unregistered design that bears the burden of proving that the contested use results from copying that design. The court continues by stating that “[…] if a Community design court finds that the fact of requiring that holder to prove that the contested use results from copying that design is likely to make it impossible or excessively difficult for such evidence to be produced, that court is required, in order to ensure observance of the principle of effectiveness, to use all procedures available to it under national law to counter that difficulty, including, where appropriate, rules of national law which provide for the burden of proof to be adjusted or lightened.” (C-479/12, para 44).
It is quite common in infringement actions that the defendant tries to attack the validity of the design right. Article 85.1 RCD states that the Community design court shall treat the registered Community design as valid. However, the validity can be challenged in a counterclaim for a declaration of invalidity. If invalidity of a Community design is submitted in a plea otherwise than by way of counterclaim it shall be admissible in so far as the defendant claims that the Community design could be declared invalid on account of an earlier national design right, article 85.1 RCD.
When it comes to unregistered design article 85.2 states that the “Community design court shall treat the Community design as valid if the right holder produces proof that the conditions laid down in Article 11 have been met and indicates what constitutes the individual character of his Community design. However, the defendant may contest its validity by way of a plea or with a counterclaim for a declaration of invalidity”.
In the case C-345/13, EU:C:2014:2013, Karen Millen, CJEU clarified that in order for a Community design court to treat an unregistered Community design as valid under article 85.2 RCD, the right holder is not required to prove that the design has individual character within the meaning of Article 6 RCD, but need only indicate what constitutes the individual character of that design, that is to say, indicates what, in his view, are the element or elements of the design concerned which give it its individual character (para 47)
When a limitation is applicable, there is no infringement. This is the case if the acts are done privately and for non-commercial purposes. For example, if someone makes a dress for her own use using a protected design as a model. It is not an infringement either if the acts are done for experimental purposes, article 20.1 a-b RCD and article 13.1a-b DD
Another limitation is that acts of reproduction for the purpose of making citations or of teaching are not infringing if the acts are “compatible with fair trade practice and do not unduly prejudice the normal exploitation of the design, and that mention is made of the source”, 20.1 c RCD and 13.1c DD.
In the joined cases C‑24/16 and C‑25/1, EU:C:2017:724, Nintendo, the CJEU interpreted that making citation could include uses of images of goods corresponding to design protected goods when lawfully offering for sale goods intended to be used as accessories to the protected design, in order to explain or demonstrate the joint use of the goods thus offered for sale and the design protected goods(para 86).

Exhaustion of rights limits the right holder´s rights. Once the product, in which a design included within the scope of protection of the Community design is incorporated or to which it is applied, has been put on the market in the Community by the holder of the Community design or with his consent (article 21 RCD and article 15 DD).

C. CONTEMPORARY ISSUES IN THE FASHION INDUSTRY

1. Artificial Intelligence, Fashion and Design Law 

Artificial intelligence is fast developing in all parts of the World. The EU fashion industry is no exception to this trend, that permits to speed up and often further refine creations of fashion products. Clearly enough, protection of such works do obey the traditional dichotomy that the most common tools for protecting fashion are copyright and design law. Indeed, in Europe, since the adoption in 2001 of an EU Legislation protecting registered industrial designs, and to a lesser extent unregistered industrial designs, a new momentum has been gained during the last 20 years, favoring double protection of new fashion products as much as possible, combined with strong EU trademark protection. Indeed, the immense possibilities offered by Artificial Intelligence (AI) in fashion creations immediately raises the question of possible protection or not of creative processes resulting from Artificial Intelligence created fashion, and if so, of their ownership.  Design law, just as copyright, is neutral with respect to the creative process. The criterion of novelty/ original shape for artificial intelligence fashion creations can be considered for admitting or not appropriation on them through registered Community Designs /Unregistered Community Design rights. The EU jurisdiction therefore offers vast possibilities of testing legal analysis for this matter compared to other jurisdictions, including the US[footnoteRef:87]. [87:  Cf. Francesca Montalvo Witzburg, “Protection Fashion: A Comparative Analysis of Fashion Design Protection in the US and Europe” (2014), AELJ Blog 51, Cardozo Entertainment Law Journal] 

First of all, the product must have a new appearance. The criterion of novelty (a comparison with the opposable prior art identified) permits AI to play its role as a creative tool and AI databases permit to identify new appearances, i.e. “not not” new appearances. Identically, the shape of the product plays a key role. An AI tool is based on the use of statistical models, and it is always possible for new products to be derivatives of existing ones thanks to a trained algorithm. This is ideal for fashion, as it is a constantly evolving sector.
However, it may be necessary to take into consideration the influence of the analysis grid developed by European Union Courts[footnoteRef:88]: indeed, they attribute a key role to the freedom of the designer creator in the assessment of individual character for the assessment of the specific character: account is taken of the freedom left to the creator in the creation of the design or model, in full accordance with Community Designs Regulation 6/2002 that states: [88:  Cf. ECJ Case C-683/17 in re. Cofemel ,and Chapter X. Artificial Intelligence and EU Design Law, Section C. 3, of the current Book.] 

Article 6: Individual character
A design shall be considered to have individual character if the overall impression it produces on the informed user differs from the overall impression produced on such a user by any design which has been made available to the public:
(a) in the case of an unregistered Community design, before the date on which the design for which protection is claimed has first been made available to the public;
(b) in the case of a registered Community design, before the date of filing the application for registration or, if a priority is claimed, the date of priority.
In assessing individual character, the degree of freedom of the designer in developing the design shall be taken into consideration. 
Based on this provision, academic circles may allege that compared designs or models presenting no significant differences produce the same overall impression on the informed user, and therefore trained algorithms cannot normally provide a “new” appearance or shape in the sense of EU Law, since the greater the freedom of the designer in developing a design is, the less minor differences between the compared designs are sufficient to produce a different overall impression on the informed user.  Elements connected to commercial success of the product are not to be considered and the criteria related to a process of creating the design or model, or recognition that the product would have as well as the contribution of the design or model to the sector concerned, do not seem to be among those taken into account by EU Courts for the purposes of appreciation of the individual character of an industrial design. 
This approach, rooted in the freedom of the designer creator, would confirm that an intellectual good could only be the product of the voluntary intellectual activity of the human being. Thus, for artificial intelligence, the autonomy of the machine could be limited by taking into account “machine training” work by the creator. The creator (or the creators, in case of “data mills”) intervenes in any case at least during the settings of the artificial intelligence machine/process and may also intervene during choices among the multiple designs proposals generated by artificial intelligence. Design law, which is not centered on the designer creator, but is centered on the creation, certainly opens the door to fully automated production. However, it does not detach it from the human designer creator. This means that the designer creator is necessarily to be considered in this case as the natural person who intellectually contributes to the creation of the appearance of the product. If the freedom of the designer creator must be appreciated, the appearance produced without any human intervention would hardly be appropriable by UCD/RCD law. Any alternative reading of this criterion in the EU seems excluded under current legislation and EU case law. It should be noted that such a legal approach, connected to designs law, would also comply well with current moral rights aspects[endnoteRef:1][footnoteRef:89] that may exist on fashion copyrighted creations under EU laws.[footnoteRef:90]  [1: ]  [89:  Cf. Heidi Härkönen, Chapter 36, in forthcoming E Rosati -. Calboli eds. Routledge Handbook on Fashion Law (Routledge tbp. 2024)]  [90:  Cf. Chapter X. Artificial Intelligence and EU Design Law, Sections D.2 and E, of the current Book, that also draws a general picture on possible future options in the relationship between AI and Design Law that is applicable also to the Fashion world.] 



2. 3D and 4D Printing in Fashion and Design Law 
Over the last decade, 3D printing has become established in the fashion and textile industry. It is used not only for decorative elements but also for shoes, garments, and even textiles, with the advantage of enhancing structures and functionalization. [footnoteRef:91]  Consequently, a product manufactured by 3D combines the advantages of both technologies and materials, influencing the 'quality and durability of the final product.' [footnoteRef:92] [91:  Marjeta Čuk and others, ‘3D printing and functionalization of textiles’ in Proceedings of the 10th International Symposium GRID 2020, 499; LaPorchia C Davis and others, ‘Collaboration of 3D technology and fashion innovations: A creative accessory development assessment’ (2020) 7(2-3) Fashion, Style & Popular Culture 179.]  [92:  ibid.] 

For instance, since 2008, Iris van Herpen has incorporated 3D technology into both her Haute Couture and women's ready-to-wear clothing designs. TIME Magazine named van Herpen's 3D printed dresses one of the 50 Best Inventions of 2011, and she continues to push a complex connection between nature, architecture, science, and more crucially, the 'traditional craftsmanship and future-facing technology.' [footnoteRef:93] In September 2023, Coperni debuted a 3D-printed CD-player bag as part of the Spring 2024 collection, which has already caused a stir.[footnoteRef:94] [93:  The House of Iris Van Herpen, ‘State-of-the-art’ https://www.irisvanherpen.com/state-of-the-art]  [94:  Fashionista, ‘Coperni offered its subversive take on “corporate” casual for Spring 2024’ (Fashionista 29 September 2023) https://fashionista.com/2023/09/coperni-spring-2024-collection#gid=ci02ca9df4c000271a&pid=coperni-spring-2024-1 accessed 15 November 2023.] 

Aside from this, many scholars see the potential of 3D printing, be it for reducing production time, as well as costs related to inventory, warehousing, packaging, and transportation, [footnoteRef:95] and finally, for sustainable fashion and thus, minimizing waste. [footnoteRef:96] Currently, 3D fashion is using biodegradable materials and brands like Nike, Adidas, and New Balance are using recycled plastics from the oceans. [footnoteRef:97] [95:  Alyson Vanderploeg, Seung-Eun Lee and Michael Mamp, ‘The application of 3D printing technology in the fashion industry’ (2016) 10(2) International Journal of Fashion Design, Technology and Education 170; Anna Perry, ‘3D-printed apparel and 3D-printer: exploring advantages, concerns, and purchases’ (2018) 11(1) International Journal of Fashion Design, Technology and Education 95.]  [96:  A Pasricha and Greeninger, ‘Exploration of 3D printing to create zero-waste sustainable fashion notions and jewelry’ (2018) 5(1) Fashion and Textiles 1.]  [97:  Ibid.] 

One of the most recent technological advancements is 4D printing, which is used in wearables and smart clothes. Rocha notes that the difference between 3D and 4D is the use of 'intelligent materials' which are programmed to adjust to the changing needs of the user, e.g., hydrogel, polymers with memory shape (PMF), and liquid crystal elastomers (LCE). [footnoteRef:98]  In a world where garments and shoes adapt to users and change with movement and temperature changes, among others, there is much to discuss as such technological advances raise concerns in the fashion world, such as personal data protection and counterfeiting and eroding the authenticity of garments. [footnoteRef:99]  The latter prompts the relevance of protecting designs in the fashion industry. [footnoteRef:100] Rocha writes about the importance of respecting intellectual property rights but also observes the matter of enforcement 'when the CAD files and its online sharing and 3D printing are done for strictly private uses.'[footnoteRef:101] [98:  Maria Victória Rocha, ‘Fashion: From 3D Printing to Digital Fashion’ in Ashutosh Sharma(ed), Advances in 3D Printing (IntechOpen 2023).]  [99:  Mark K Brewer, ’Fashion Law: more than wigs, gowns, and intellectual property’ (2017) 54(4) San Diego Law Review 739, 761.]  [100:  ibid. See 3D printing study; there are technical issues and questions around the scope of existing design limitations when applied to 3D printing especially carried out by intermediaries or hosted/uploaded/downloaded from public platforms. The Intellectual Property implications of the development of industrial 3D printing - Publications Office of the EU (europa.eu)]  [101:  ibid] 


3. Fashion and Traditional Knowledge 
The intersection of fashion with Traditional Knowledge (TK) and Traditional Cultural Expressions (TCEs) within the realm of design law involves considerations that extend beyond the umbrella of intellectual property due to conflicting ideologies. [footnoteRef:102]  This is because TK and TCEs involve designs, motifs, and patterns which are often deeply rooted in the heritage, identity, and in some instances, religious beliefs of specific communities. While there are various legal mechanisms for protecting designs, addressing the cultural and ethical dimensions of incorporating traditional elements in fashion is equally important. A major concern is to distinguish between what is inspiration and what is appropriation. Generally, in fashion, inspiration is allowed[footnoteRef:103]  as designers regularly look for inspiration from earlier styles, artworks, travels, or nature. [footnoteRef:104] [102:  Elizabeth Oyange Ngando, ’Fashion as property in traditional culture: a Maasai case study’ (2018) 13(11) JIPLP 878.]  [103:  Joanna Buchalska, Fashion law: a new approach’ (2016) 7 Queen Mary Law Journal 13, 26.
 Article 3(a) Regulation]  [104:  Susan Scafidi, ’Intellectual Property and Fashion Design’ in Peter K Yu (ed), Intellectual property and information wealth (2006).] 

Cultural appropriation in fashion has recently received much attention in the media. This could be due to globalization or the growth of the internet (and consequently sharing without boundaries), or both. However, Pozzo asserts that this phenomenon is not new. [footnoteRef:105]  She recalls that the world of textiles, which began to travel since ancient times, brought with it styles and shapes. Providing examples, she mentions how inspired by the Orient, Poiret (a French couturier) set aside the women’s corset for comfort, creating harem trousers and tunics during the mid-20th century. Similarly, in Japan, the kimonos changed to colourful designs influenced by European art and design.[footnoteRef:106] Therefore, taking inspiration is not a new phenomenon in the fashion market and thus, using textiles, images, and patterns from other cultures have been seen as ‘transcultural creativity’. [footnoteRef:107] [105:  Barbara Pozzo, ’Fashion between inspiration and appropriation’ (2020) 9(5) Laws 1.]  [106:  ibid 4.]  [107:  ibid 6.] 

The intersection of fashion with Traditional Knowledge (TK) and Traditional Cultural Expressions (TCEs) can be a delicate balance between appreciation of cultural diversity and inappropriate use of cultural and religious symbols. For instance, Yves Saint Laurent's Spring-Summer 1967 collection dedicated to Africa and Dior's Fall-Winter 1988-89 collection showing Indian influence are seen as cultural appreciation. However, Lisa Blue’s swimsuit depicting Hindu goddess Lakshmi and Karlie Kloss's native American style headdress during the 2012 Victoria’s Secret fashion show were viewed as degrading cultural or religious items. [footnoteRef:108] [108:  ibid 6-7.] 

Misappropriation of TK occurs when elements of a particular culture are used by individuals outside of that culture without consent and understanding. This extends beyond moral and economic rights, as the use of designs can become offensive to the culture of the people involved in the creation of such designs. [footnoteRef:109]  Examples include accusations against Williamson for copying traditional Ethiopian pattern dresses during the London Fashion Week 2007, [footnoteRef:110] Nike's design of shoes based on the traditional 'mola' patterns of the Guna people, [footnoteRef:111] and SHEIN's launch of a piece identical to a garment designed by the Mayan communities of Yucatan, Campeche, and Quintana Roo. [footnoteRef:112] These instances demonstrate that copying works made by local communities can diminish and devalue their culture, raising not only economic and moral rights issues, but also ethical concerns. [109:  See Mark K Brewer, ’Fashion Law: more than wigs, gowns, and intellectual property’ (2017) 54(4) San Diego Law Review 739, 763.]  [110:  Barbara Pozzo, ’Fashion between inspiration and appropriation’ (2020) 9(5) Laws 8.]  [111:  The Guna people noted that the objection was not about the commercialization of the design, but that it was done ‘without consulting [them] first.’ Patricia Covarrubia, ’ The Guna people to Nike: Just don't Do It’ (IPTango, 27 May  2019) https://iptango.blogspot.com/2019/05/the-guna-people-to-nike-just-dont-do-it.html accessed 30 September 2023.]  [112:  Its design would have not be possible without knowledge ’transmitted from generation to generation, product of the collective creativity of the Mayan people.’ Patricia Covarrubia, ’ Mexico: cultural (mis) appropriation’ (IPTango, 29 July 2022) https://iptango.blogspot.com/2022/07/mexico-cultural-mis-appropriation.html accessed 30 September 2023.] 

While WIPO is exploring the legal framework to protect TK and TCEs among other aspects, [footnoteRef:113] the Convention on Biological Diversity 1993 (aka the Biodiversity Convention), and the Nagoya Protocol 2010, already address the fair and equitable sharing of benefits from the use of TK and the importance of 'informed consent'. However, these two latest international agreements focus on genetic resources, yet they reflect a broader recognition of the importance of respecting traditional knowledge and resources, and thus, preventing the unauthorized use and exploitation of traditional designs by external entities. In the meantime, many regions and countries already recognize tangible cultural expressions such as textiles, jewelry, costumes, and needlework. [footnoteRef:114] Besides, traditional communities may have their own customary laws and practices for protecting their cultural designs. These may involve community-level agreements, licensing arrangements, or other mechanisms to ensure that the use of traditional designs aligns with community values. However, it seems that these instruments have not reached the expected goal due to the principle of territoriality and therefore, developing compliance with corporate social responsibility is a present aim. Certainly, designers should consider engaging in respectful collaborations with communities and seeking permission when incorporating traditional designs into fashion garments. [113:  WIPO Intergovernmental Committee on Intellectual Property and Genetic Resources, Traditional Knowledge and Folklore (IGC).]  [114:  Swakopmund Protocol on the Protection of Traditional Knowledge and Expressions of Folklore withing the framework of the African Regional Intellectual Property Organization (ARIPO); Kenyan Protection of Traditional Knowledge and Cultural Expressions Act 2016 No 33 of 2016 ; Panama Law No. 20 of June 26, 2000.] 


4. Fashion, Design Law, and Circular Economy 

The term of the circular economy does not seem to have a uniform definition. [footnoteRef:115] Furthermore, the term is sometimes used as an umbrella term, including the sharing economy.[footnoteRef:116] However, the circular economy is about creating a system where the flows do not burden our environment, which means that waste and pollution are eliminated. Products and materials can then be circulated endlessly as new natural resources do not need to be used.[footnoteRef:117]  [115:  Kirchherr, Julian; Reike, Denise; Hekkert, Marko, Conceptualizing the circular economy: An analysis of 114 definitions, Resources, Conservation and Recycling, Volume 127, 2017, Pages 221-232, ISSN 0921-3449,
https://doi.org/10.1016/j.resconrec.2017.09.005, https://www.sciencedirect.com/science/article/pii/S0921344917302835]  [116:  Marvin Henry, Daan Schraven, Nancy Bocken, Koen Frenken, Marko Hekkert, Julian Kirchherr,
The battle of the buzzwords: A comparative review of the circular economy and the sharing economy concepts,
Environmental Innovation and Societal Transitions,
Volume 38, 2021, Pages 1-21.]  [117:  Ellen Macarthur Foundation, What is a circular economy?, https://ellenmacarthurfoundation.org/topics/circular-economy-introduction/overview.] 


The circular economy is often discussed as the opposite of the linear economy. The linear economy developed during industrialism and is usually described as being based on the idea of a 'take, make and dispose' society. It should be noted that even though intellectual property law existed before the Second Industrial Revolution, the two world conventions - the Berne and Paris Conventions - came into being during this period. Thus, the intellectual property system was essentially designed in an era of a linear economy, which has affected the design of the exclusive rights structure, as well as the limitations and exceptions designed to balance the system. Hence, a transition from a linear economy to a circular economy requires a review of intellectual property law and its functioning.

Being able to repair and have access to spare parts and reuse products will be of great importance in this transition.

The problem with the right to repair and access to spare parts is not new in design law. It was discussed already when the directive and regulation were negotiated. Spare parts are component parts used to repair a complex product to restore its original appearance (must-match parts). When the Design Directive was negotiated, no agreement was reached on must-match parts, only on must-fit parts. As a result, spare parts (must-match parts) were left outside the Directive. Therefore, Article 14 DD states that “Member States shall maintain in force their existing legal provisions relating to the use of the design of a component part used for the purpose of the repair of a complex product so as to restore its original appearance and shall introduce changes to those provisions only if the purpose is to liberalise the market for such parts” (the freeze plus clause). In the RCD a “repair clause” was introduced in article 110(1) which limits the Community design right in cases that concern the component parts of a complex product used for repairing that product so as to restore its original appearance. [footnoteRef:118] In the European Commission proposal for a revisited Regulation and Directive on design, a repair clause is introduced codifying the CJEU ruling in case C-397/16, EU:C:2017:992, Acacia.[footnoteRef:119] [118:  Tischner, Anna and Stasiuk, Katarzyna, Spare Parts, Repairs, Trade Marks and Consumer Understanding, IIC IIC (2023) 54:30, https://doi.org/10.1007/s40319-022-01274-8.]  [119:  Proposal for a directive of the European Parliament and of the Council on the legal protection of designs (recast) of 28.11.2022, COM(2022) 667 final and Proposal for a Regulation of the European Parliament and of the Council amending Council Regulation (EC) No 6/2002 on Community designs and repealing Commission Regulation (EC) No 2246/2002, COM/2022/666 final] 


Different forms of product reuse will increase in the new economy. Traditional reuse is secondhand, where the consumer buys used goods. Another type of reuse is renting or borrowing goods instead of buying them. A new business model based on the latter kind of reuse is Libraries of Things (LoTs), where you rent or borrow things other than books.[footnoteRef:120] LoTs can be libraries where people borrow clothes, shoes, and accessories. The idea behind these libraries is easy to understand when it has been found, for example, that a drill is used on average less than an hour by the buyer or even perhaps as little as 13 minutes.[footnoteRef:121] [120:  Baden, Denise, Ken Peattie, and Adekunle Oke. 2020. "Access Over Ownership: Case Studies of Libraries of Things" Sustainability 12, no. 17: 7180. https://doi.org/10.3390/su12177180.]  [121:  Ellen Macarthur Foundation, How tool sharing could become a public utility: Toronto Tool Library and Makerspace, https://ellenmacarthurfoundation.org/circular-examples/how-tool-sharing-could-become-a-public-utility.] 


If a design right protects the product, the exhaustion rule in articles 15 DD and 21 RCD restricts the exclusive rights stipulated in articles 12 DD and 19 RCD. The exclusive right is formulated to give the right owner the exclusive right "to use it and to prevent any third party not having his consent from using it". Use covers "making, offering, putting on the market, importing, exporting or using of a product in which the design is incorporated or to which it is applied, or stocking such a product for those purposes". The concept of offering includes offering a product not only for sale but also for rent or loan. 

Traditional secondhand is not infringing as the genuine product's design right is exhausted. The exhaustion rule means that the right holder cannot prevent the exploitation of the protected product if it has been put on the market in the Community by the designer or the holder of the Community design or with his/her consent. The same applies to LoTs, as genuine products are rented or borrowed. It should be noted that the right to the physical, unmodified product placed on the market is exhausted.

Creative reuse (redesign, upcycling, remake) is a form of recycling that reuses materials or products and adds value through a creative process. In many cases, only the recycled material is used. For example, old towels, curtains, and rugs can become new clothes. [footnoteRef:122] In other cases, genuine goods are re-designed creatively. Here, it is often genuine products or product parts of famous brands that are used to create new products or redesigned by a specific actor.[footnoteRef:123] Like the business model mentioned above, the admissibility of this model is mainly based on the applicability of the principle of exhaustion. [122:  See, for example Hôtel, https://www.hotelvetements.com/blogs/infos/our-story.]  [123:  See, for example Shiver + Duke, which made accessories of old Chanel buttons.] 


If a product exhausted by design right is redesigned, upcycled, or remade, it has been established above that it is the physical, unmodified product put into circulation on the market in the Community that is exhausted. This has been confirmed by the Bundesgerichtshof in an infringement case concerning a community design. In that case, a genuine Daimler car had been modified by lengthening the vehicle by adding a center section. In this case, the alleged infringer claimed exhaustion, but the Court noted that exhaustion refers only to the goods placed on the market and not to any of the characteristics of those goods. Furthermore, the Court stated that the converted car was clearly different from the standard version placed on the market and that exhaustion did not apply.[footnoteRef:124]  However, if the converted product produces a different overall impression on the informed user it will fall outside the scope of protection of the design and it will not be an infringement. [124:  I-ZR 89/08 Verlängerte Limousinen [2010] GRUR Int 12/2010 (Bundesgerichtshof, 22 April 2010) 1072.] 




[bookmark: _Hlk156414505]5. Overlapping IP Protections for Fashion in EU Law 
Fashion can also be protected by other intellectual property protections and EU intellectual property law prevents the coexistence of several forms of legal protection.[footnoteRef:125] Fashion can be protected by copyright as a work of applied art. Probably not an ordinary t-shirt, but definitely haute couture. Fashion that falls between these two categories can be protected if the subject matter is a work and the work meets the originality requirement. To be a work, two cumulative conditions must be satisfied. First, the subject matter concerned must be original in the sense that it is the author’s own intellectual creation. [footnoteRef:126] That means that the creator must have been able to express his or her creative abilities by making free and creative choices.[footnoteRef:127] By making these different choices the work will have a ‘personal touch’ and reflect the author’s personality.[footnoteRef:128] Second, only something which is the expression of the author’s own intellectual creation may be classified as a ‘work’.[footnoteRef:129] The subject matter must also be expressed in “a manner which makes it identifiable with sufficient precision and objectivity, even though that expression is not necessarily in permanent form”.[footnoteRef:130] When creating fashion pieces, it will not be unusual that technical considerations or constraints dictate the creation, as the fashion piece must fit the body. If the shape of the garment is solely dictated by its technical function and there has not been “any room for creative freedom or the room was so limited that the idea and its expression become indissociable that garment cannot be protected by copyright”.[footnoteRef:131]  [125:  C-237/19, ECLI:EU:C:2020:296, Gömböc, para 50.]  [126:  C-310/17, EU:C:2018:899, Levola Hengelo, para. 36.]  [127:  C-145/10, EU:C:2011:798, Painer, para 89.]  [128:  Ibid, para 88 and 92.]  [129:  C-310/17, EU:C:2018:899, Levola Hengelo, para 37.]  [130:  Ibid, para. 40.]  [131:  C-833/18, EU:C:2020:461, Brompton Bicycle, para 31 and 33.] 

A patent is probably not the first thing one would consider when protecting fashion. However, technical innovations (for example, new fabrics/textiles) can attract consumers and business partners. Inventions are the solution to a technical problem. As an example of invention in the fashion industry, the Swedish company BOOB’s patented nursing collection[footnoteRef:132] can be mentioned as well as the Spanish entrepreneur Hijosa who developed Piñatex®, a patented alternative to leather made from pineapple leaf fibers. Hijosa's patented textile was commercialized through Ananas Anam.[footnoteRef:133] The requirements to obtain a patent for an invention are novelty, inventive step, and industrial application.[footnoteRef:134] However, it should be noted that aesthetic creations are not regarded as inventions.[footnoteRef:135] [132:  EPO, EP1127499 B1.]  [133:  EPO, https://www.epo.org/en/news-events/european-inventor-award/meet-the-finalists/carmen-hijosa.]  [134:  Article 52.1 European Patent Convention (EPC).]  [135:  Article 52.2b EPC.] 

Fashion can also be protected by trademark law. Trademark law protects signs. It can be “words, including personal names, or designs, letters, numerals, colours, the shape of goods or of the packaging of goods, or sounds, provided that such signs are capable of distinguishing the goods or services of one undertaking from those of other undertakings, and being represented on the Register of European Union trade marks”.[footnoteRef:136] It is obvious that fashion brands can be protected as word marks or figurative marks, for example Gucci as a word mark or a swoosh for Nike. Unconventional marks are quite common in the fashion sector. Pattern mark, which are marks consisting exclusively of a set of elements that are repeated regularly, are often used in relation to clothing articles, leather goods, jewellery.[footnoteRef:137] For example Louis Vuittons has a pattern mark for its iconic print.[footnoteRef:138]  [136:  Article 4 Regulation (EU) 2017/1001 of the European Parliament and of the Council of 14 June 2017
on the European Union trade mark.]  [137:  Article 3(3)(e) EUTMIR and Trademark Guidelines, Chapter 3, Chapter 3 Non-distinctive trade marks (Article 7(1)(b) EUTMR), Section 12 Pattern Marks.]  [138:  EUTM No 15 602.] 

Signs which consist exclusively of the i)shape which results from the nature of the goods themselves, or ii) the shape of the goods which is necessary to obtain a technical result, or iii) the shape which gives substantial value to the goods cannot be registered or if registered are liable to be declared invalid.[footnoteRef:139]  [139:  Article 7(1)(e)(i-iii) EUTMR.] 

The objective of the ground for refusal of registration provided for in (ii) and (iii) is intended to prevent the exclusive and permanent right that a trade mark confers from serving to extend indefinitely the life of other rights in respect of which the EU legislature has sought to impose time limits.[footnoteRef:140] [140:  C-237/19, ECLI:EU:C:2020:296, Gömböc, para 50.] 

The sign is unregistrable if it is established that the essential functional features of that shape are attributable only to the technical result. The fact that there may be alternative shapes, with another design, capable of achieving the same technical result does not in itself mean that this provision is not applicable.[footnoteRef:141]  [141:  C‑48/09 P, EU:C:2010:516, Lego, para 53-58. Cf. C-299/99, EU:C:2002:377, Philips, para 84. ] 

However, it follows from the Gömböc case that this ground for refusal of registration must not be applied systematically to a sign protected by design law or where the sign consists exclusively of the shape of a decorative item.[footnoteRef:142] [142:  C-237/19, ECLI:EU:C:2020:296, Gömböc, para 62.] 
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